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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

L U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 1-4 and 20-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter, specifically, as directed to an abstract idea. 

The Supreme Court has repeatedly held that abstractions are not patentable. "An idea of 
itself is not patentable". Rubber-Tip Pencil Co. V. Howard, 20 wall. 498, 07. Phenomena of 
nature, though just discovered, mental processes, abstract intellectual concepts are not 
patentable, as they are the basis tolls of scientific and technological work Gottschalk V. Benson, 
175 USPQ 673, 675 (S Ct 1972). It is a common place that laws of nature, physical phenomena, 
and abstract ideas are not patentable subject matter Parker V. Flook. 197 USPQ 193, 201 (S Ct 
1978), A process that consists solely of the manipulation of an abstract idea is not concrete or 
tangible. See In re Wamerdam, 33 F.3d 1354, 1360, 31 USPQ2d 1754, 1754, 1759 (Fed. Cir. 
1994). See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. 

The claimed invention as a whole must accomplish a practical application. That is, it 
must produce a "useful, concrete and tangible result." State Street, 149 F.3d at 1373, 47 USPQ2d 
at 1601-02. The purpose of this requirement is to limit patent protection to inventions that 
possess a certain level of "real world" value, as opposed to subject matter that represents nothing 
more than an idea or concept, or is simply a starting point for future investigation or research 
(Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 
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1 197, 1200-03, 26 USPQ2d 1600,1603-06 (Fed. Cir. 1993)). Accordingly, a complete disclosure 
should contain some indication of the practical application for the claimed invention, i.e., why 
the applicant believes the claimed invention is useful. 

Apart from the utility requirement of 35 U.S.C. 101, usefulness under the patent 
eligibility standard requires significant functionality to be present to satisfy the useful result 
aspect of the practical application requirement. See Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 
1036. Merely claiming nonfunctional descriptive material stored in a computer-readable medium 
does not make the invention eligible for patenting. For example, a claim directed to a word 
processing file stored on a disk may satisfy the utility requirement of 35 U.S.C. 101 since the 
information stored may have some "real world" value. However, the mere fact that the claim may 
satisfy the utility requirement of 35 U.S.C. 101 does not mean that a useful result is achieved 
under the practical application requirement. The claimed invention as a whole must produce a 
"useful, concrete and tangible" result to have a practical application. 

Claims 1-4 and 20-22 are not tangibly embodied in a manner so as to be executable as 
the only hardware is in an intended use statement. Therefore, claims 1 and 6 are directed to an 
abstract idea that is not tied to a technological art, environment or machine which would result in 
a practical application producing a concrete, useful, and tangible result to form the basis of 
statutory subject matter under 35 U.S.C, 101. Applicant is advised to amend the claims by 
specifying the claim being directed to a practical application and producing a tangible result 
beine executed by a general-purpose computer in order to correct the above indicated 
deficiencies. 



Application/Control Number: 10/075,051 



Art Unit: 2141 



Page 4 



Double Patenting 



3. Claims 1-4 and 20-22 of this application conflict with claims 1-4 and 20-22 AppUcation 
No. 10/073483. 37 CFR 1.78(b) provides that when two or more applications filed by the same 
applicant contain conflicting claims, elimination of such claims from all but one application may 
be required in the absence of good and sufficient reason for their retention during pendency in 
more than one application. Applicant is required to either cancel the conflicting claims from all 
but one application or maintain a clear line of demarcation between the applications. See MPEP 
§822. 

A rejection based on double patenting of the "same invention" type fmds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. Sec Miller v. 
Eagle Mfg Co,, 151 U.S. 186 (1894); In re Ockert, IAS F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claims 1-4 and 20-22 are provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-4 and 20-22 of copending Application No. 10/073483. This is 
a provisional double patenting rejection since the conflicting claims have not in fact been 
patented. 

Claim Rejections - 35 USC § 102 



Application/Control Number: 10/075,051 
Art Unit: 2141 



Page 5 



4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this OflFice action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except ^t an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

5. Claims 1-4 and 20-22 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 6,195703 to Blumeneau et al. 

a. As per claims 1 and 20, Blumeneau et al teaches a system for applying a persistence 
policy to override allocation of a resource based on application of a load balancing policy 
comprising: first logic for determining if a persistence policy is applicable to a service request 
and, if so, allocating a resource to the request based on application of the persistence policy (See 
col, 1, lines 51-59, In response to resource request being received at the input of the switch, each 
resource request received is routed to an output of the switch by accessing the routing 
information in the memory to select a respective output of the switch to which the resource 
request should be routed); furthermore, Blumeneau et al teaches a second logic for allocating a 
resource to the request based on appUcation of a load balancing policy if the persistence policy is 
determined to be inapplicable as determined by the first logic (See col. 6, lines 6-24), 

b. As per claim 2, Blumeneau et al teaches the claimed invention as described above. 
Furthermore, Blumeneau et al teaches wherein the first logic determines if a persistence poUcy is 
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applicable to a service request having an originator through consideration of whether or not an 
allocation exists or recently expired for the originator the service request (See col. 6, lines 6-24). 

c. As per claims 3 and 21, Blumeneau et al teaches a system for allocating a resource to a 
resource request having an originator based on application of a persistence policy comprising: 
first logic for determining whether an allocation exists or recently expired for the originator of 
the resource request, and, if so, identifying the resource which is the subject of the existing or 
recently expired allocation (See col. 6, lines 6-24, if a data packet from a loop is blocked by a 
busy storage port, the dynamic balancing process may be performed to change the routine 
characteristics for data packets received from the loop so as to possibly provide a free path when 
the blocked data packet is retransmitted); and second logic for allocating the resource, once 
identified, to the resource request (See 6, lines 20-24). 

d. As per claims 4 and 22, Blumeneau et al teaches the claimed invention as described 
above. Furthermore, Blumeneau et al teaches wherein the resource request is derived from or 
represented by a packet (See col. 6, lines 6-24). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

U.S. Patent No. 6,327622 to Jmdal et al teaches a load balancing in a network 
environment. 
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U.S. Patent Application No. 2004/0162901 to Mangipudi et al teaches a method and 
apparatus for policy based class service and adaptive service level management within the 
context of an internet and intranet. 

U.S. Patent Application No. 2003/0093496 to resource service and method of location 
independent resource delivery. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Djenane M. Bayard whose telephone number is (571) 272-3878. 
The examiner can normally be reached on Monday- Friday 5:30 AM- 3:00 PM.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (571) 272-3880. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Djenane Bayard 
Patent Examiner 
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